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Tel: 9*3 j97.6i« Pax: 

To: EXAMINER M. LEWIS 

To: 

To: 

To: 

To: 



973.597.6163 



Date Augost 24, 2003 
E-MAIL: gbooks^Iwetutdiuwin 



facsimile no.: 
Voice no.: 

Facsimile no.: 
voice No.: 

Facsimile no.: 
voice no.: 

Facsimile no.: 
votes no.: 

Facsimile no.: 

VOtCENO.: 



703-872-9318 

703-305-3743 



ToTALPAOES(VWtH COVER) 9 CLIENT ©/MATTER #: 13518/375 

If you have any trouble with this transmittal, please call 973.597.2500 ext 2849 



Message: PLEASE DELIVER DIRECTLY TO EXAMINER M. LEWIS 
IK RE: U.S. SERIAL NO. 10/021,174 



FAX RECEIVED 

AUG 2 5 2003 
GROUP 2800 



This facsimile contains Privileged and Confidential information. If you are not the intended recipient, dlwemlnatioti 
this communication is strictly prohibited. If you have received this facsimile in error, please Immediately "^bna by 
telephone and return the original facsimile to the above address. We will reimburse you fot all expenses incurred. Thank 
You. ■ ■ - 
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I hereby certify thai this correspondence is being facsimile transmitted to the United 
Patent and Trademark Office, Fax No. 703-872-93 18 on August 2003. 



9fM ft $<tfh 



Gfett E. Books 
Reg. No, 24,950 
Attorney for Applicants 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re Application of 
Angst */ at. 

SerialNo,: 10/021,174 

Filing Date: October 29, 2001 

For: K!*Em*LLY-C^ 
BONftlHO 



Attorney Docket No, ANOSt 1-1-1 1-21-26 
(13518-153) 

Examiner: M. LEWIS 
Art Unit: 2822 



Mail Step Non-Fee Amendment 
Commissioner for Patents 
P.O. Box 1450 
Alexandria. VA 223134450 



REPLY TO NON-FINAL OFFICE ACTION UNPER 37 CF.R j 1411 
SIR: 

In response to Office Action mailed April 23, 2003, please enter the following remarks 
into the file of the above-captioned application. A one-month Petition for Extension of Time is 
included herewith. 

I. RfeMARKS 

Claims 17-25 are currently pending in this application and stand rejected. No claim 
amendments are requested 

I3S1B/I53 
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- tt< frHIS jtCJBCTtOWS UNDER 35 U.S.C. S 103 

Claims 17, 20-22, and 25 stand rejected under 35 U.S.C. § 103 over Published Japanese 
Patent Application 08-1 8 1 392, to Kimura Yuji et erf. ("Komura"). Claims 18, 19, 23, and 24 
stand rejected under 35 US.C. § 103 over Kimura in combination with U.S. Patent 5,990,560 
(issued Nov. 23, 1999) to D.G. Coult et at ("Coult"). 

A. Applicants' invention 

Applicant discloses and claims an advantageous solder system comprising layers of 

metallic elements. Due to its carefully designed composition, the solder system of the invention 

begins netting at a first temperature (T IX then after a certain period of heating, the mixing of the 

elemental layers yields a composition that mehs at a second, higher temperature (T2). The 

claimed solder system is extremely advantageous because it reduces or eliminates solder remelt 

during subsequent processing of the bonded part, this essential aspect of the solder system of 

the invention is reflected by the functional language in claim 17. 

'Nvherein the solder formed by fee chemical element layers has a 
usage temperature which is substantially higher than the fitst 
temperature of the binary solder" 

The melting temperature of metal alloys is extremely sensitive to the alloy's composition. 

The point ts that Applicants teach a very specific composition defined according to the functional 

claim language set forth above. Often, compositions are defined in terms of component 

percentages, however, functional language is a perfectly acceptable means to define a particular 

composition. Sege.g.. Manual of Patent Examining Ptocedute, § 2173.05(g) (8th ed 2001) 

(citing Inre Swinehart 439 R2d 210 (CC.P.A, 1971)). 

B. Rejections Over Kjmitra 

Claims 17, 20-22, and 25 stand rejected under 35 U.S.C. § 103 over Kimura, Kimura, 
however.idoes teach or suggest Applicants* claimed solder. Kimura's solder composition is 
totally different In complete contrast to Applicants' solder, Kimura's solder begins melting at a 
first temperature (Tl), then after a certain period of heating, the mixing of the elemental layers 
yields a composition that melts at a second, lowei; temperature (T2). See e.g., Kimura English 
Language Translation (hereinafter, Kimura-Bng), Abstract ("(tjhereby bonding is enabled at a 
low melting point . . . Kimura-Eng, H 0045 ("Hmn this state diagram a (Au80wt%* 
Sn20wtVo) nickel alloy becomes lower t han the melting of an Au80wt%-Sn20wt% pellet ..."); 
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- Kimum-feng, 1 0045 CHrom these results, the melting point of solder fells, a bonding strength is 
still stronger Nowhere does Kimura teach of suggest Applicants' composition, which 
begins melting a lower Tl and, thereafter, solidifies at a higher temperature T2. Ih feet, as 
discussed above, Kimura teaches the exact opposite, that is, that it is advantageous that the 
resulting solder composition melt at a lower T2. 

Accordingly, the prior art cited by the Examiner teaches away from Applicants' claimed 
invention Prior art must be considered in its entirety, including disclosure that teaches away 
from the claims. &ej MPEP 2141 .02. 

A reference may be said to teach away when a person of Ottlinary 
skill, upon reading the reference, would be discouraged from 
following the path set out in the reference, of would be led in a 
direction divergent from the path that was taken by Applicant. 
I* re Gurley, 31 U.S.P.Q.2d 1 130 (Fed. Cir.1994). 

Ill sum, Kimura does not render any of Applicants 1 claims obvious because it does teach 
or suggest a composition wherein the solder foimed by the chemical element layers has a usa 
tempettture which is substantially higher than die first temperature of the binary solder. Ift fact, 
as discussed above, Kimura teaches the opposite. Accordingly, the Examiner is respectfully 
requested to withdraw the obviousness rejection over Kimura 

C. Rejections Over Kimura Im view op Coult 

Claims 18, 19, 23, and 24 stand rejected under 35 US.C. § 103 over Kimura in 
combination with Coult. Pursuant to 35 U.S.C § 103(c), Coult is not available as prior art uftder 
35 U.S.C. § I02(e)/l03, thus, the rejection should be withdrawn. Applicants filed on October 25, 
2001 and, therefore, are entitled to the provisions of 35 U.S.C § 103(c) effective for applications 
filed on or after November 29, 1999. 35 US.C § 103(c) provides that subject matter developed 
by another person that qualifies as prior art only under 35 US.C § 102(e) is not available as 
prior art under § 103 where the subject matter and the claimed invention wete, at the time the 
inverttidn was made, owned by the same person or subject to en obligation of assignment to the 
same person* 

fidth Coult and the present application were under assignment obligation to the same 
party at the time the present invention was made. That is, the current application, U.S. 
Application No. 10/021,174, and U.S. Patent No. 5,990,560 (the "*560 Patent) were, at the time 
the invention of current Application No. 10/02 1 ,1 74 was made, owned by and/or street to ah 
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assignment obligation to Lucent Technologies, itvc ("UfcenO. The *560 latent lists Lucent as 
the assignee. In an assignment recorded at Reel/Frame 9802/0803, the inventors of the current 
application (employees of Lucent) assigned all their rights in the invention to Lucent 
Technologies, Inc. Therefore, pursuant to 35 US.G § 103(c), Couh ia not prior art under 35 
U,S.C. 102(c)/i03 to the present application. The Examiner is respectfully referred to MPEP 
706.02(1H2)(II), Eighth Edition (Revised Feb. 2003). In sum, the obvioiumess rejection over the 
combination of Kimura and Coult should be withdrawn because Coult ia not prior art for the 
proposes of 35 U.S.C. § 103(c). 



In view of the above remarks, Applicants have overcome all objections and rejections, 
and reconsideration is requested. A one-month Petition for Extension of Time is included 
herewith. 



tit CONCLUSION 



Respectfully submitted, 




Glen E. Books 
Reg, No. 24,950 
Attorney for Applicants 



August JJ* , 2003 



LOWENSTEtN SANDLER PC 




65 Livingston Avenue 
RoSekttdjNJ 07068 
Tel.: 973-597-6162 



FAX RECEIVED 

AUG 2 5 2003 
GROUP 2800 
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PETITION *OR EXTENSION OF TIME UNDER 37 CFR 1 .136(a) 
• ! (Large Entity) 



Docket No. 
ANGST 1-1-11-1146 



In Re Applied Of: ANGST etaL 



Serial No. 

tmtutii 



Piling Date 
10/29/2001 



Examiner 
M. LEWIS 



GmupArttM 
2822 



Invention: KlNETlCALLY CONTROLLED SOLDER BONDING 



TO THE COMMISSIONER FOR PATENTS 
This Is a request under the provisions of 37 CPR 1 .136(e) to extend the period for ffllng a Response to the Offibe Action 

Of : 04/33/2003 nhrwaJriftfrifflgrf appllcetfon. 



The requested extension is as follows (check time period desired): 
(SI Ond month □ Two months □ Three months 



foomt 



JULY 23, 2003 



until: 



tUtto 



□ Four months □ Five months 
AUGUST 23 t 2003 

Dai* 



The fee fdr the extension of time Is $116 end la to be paid as follows: 
□ A check lii the amount of the fee Is enclosed. 

S The Director Is hereby authorized to charge any fees which may be required, or credit any overpayment, to 
Deposit Account No. 50135$ 

O tfari additional extension of time Is required, please consider this a petition therefor and charge 
any additional fees which may be required to Deposit Account No. $01358 




Dated; 08/25/2003 



SigmMUtrt 



GLEN B» dOOKS 
REG. NO, 24,950 



OFFICIAL 

FAX RECEIVED 

AUG 2 5 2003 



LOWfiNS-ffctN SANDLER PC 
63 LIVINGSTON AVENUE 
ROSELAND, NJ 07068 
973.597.6162 

.«/t5/80te 11UB11 00000016 501356 10021174 
01 FCtlgl 110.00 M 

oc: 



certify that Ihts 
atmsnm with the U.S. Postal Service iwj 

fitst class mail under 97 C.F.R. 1.6 ami is addressed to the 
Commlastoftar tor Patent* P.O. Box 1460, AtattmMa. VA 
22313-1450. 

via <Gvs\t*lk 3a^SMt 



Stgiuwtrt cfPmon Mailing Cwmpwrfpt* 
ALAYNt GELLER 



Typtd <tr Printed Afetfttf qfPmcn Mt&tng Comspcniant* 
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